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Remarks 

Telephonic Interview 

The undersigned participated in a telephonic interview with Examiner James Pilkington 
and SPE Richard Riley on August 2, 2007 as follows: 

Regarding the rejection of Claims 1 and 3-9 under 35 U.S.C. § 112, first paragraph, the 
rejection is primarily directed to the limitation "disengaging elements" recited in Claim 1. The 
Examiners were concerned that "disengaging" is not accurate or does not properly describe the 
element in question. For example, the Examiners asked what was being disengaged. The 
undersigned explained that the operation of the "disengaging elements" is well known in the 
prior art. For example, disengaging the other ratio steps of the same group as described by the 
prior art we cited in the reply dated April 27, 2007 (United States Patent No. 7,093,51 1 (Norum 
etai)). 

Claim 1 recites: "said shift finger and disengaging elements are arranged to operate the 
gearshift rails," The undersigned explained that the operation recited in the claim for the 
disengagement elements is well known to displace the "non-selected" shift rails to disengage 
shift forks as required for the selected gear ratio etc. 

Regarding the rejection of Claims 1 and 3-9 under 35 U.S.C. §103(a), the Examiners 
suggested amending Claim 1 as follows to more positively recite the bearing arrangement: 
"wherein said bearing arrangement is formed by comprises protruding rods operativ e ly arranged 
te that support the gearshift rails." The Examiners indicated that the preceding amendment would 
emphasize the novelty of the bearing arrangement and would help distinguish the bearing 
arrangement from the prior art. Applicants have amended Claim 1 as suggested above. 

The undersigned and the Examiners also discussed the "drive unit" aspect of the rejection 
and there was a general agreement that the fork (36) is not a drive unit. 
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The Rejection of Claims 1 and 3-9 Under 35 U.SC. S 1 12 

The Examiner has rejected Claims 1 and 3-9 under 35 U.S.C. § 112, first paragraph as 
failing to comply with the enablement requirement. Specifically, the Examiner states that how 
the shift finger and disengaging elements operate the gearshift rails is critical or essential to the 
practice of the invention, which description the Examiner asserted is not disclosed in the 
specification, the claims, or the drawings. In addition, the Examiner stated that how the shift 
finger shifts, how the disengaging members disengage, and with what the shift finger and 
disengaging member communicate with on the shift rails to move them are not disclosed. 

Applicants respectfiiUy traverse the rejection. 

In accordance with the telephonic interview noted above and the papers filed on 
November 29, 2006 and April 27, 2007, Applicants respectfiiUy submit that the operation of the 
"disengaging elements" is well known in the prior art. For example, disengaging the other ratio 
steps of the same group as described by the prior art cited in the November 29 reply (United 
States Patent No. 7,093,511 (Norum et al.)). In the interest of brevity. Applicants have not 
repeated in fiiU the arguments noted above in this paper. 

Claim 1 recites: "said shift finger and disengaging elements are arranged to operate the 
gearshift rails," Applicants respectfiiUy submit that the operation recited in the claim for the 
disengagement elements is well known. That is, it is well know to displace the "non-selected" 
shift rails to disengage shift forks as required to engage the selected gear ratio. Alternately stated, 
one skilled in the art would have no trouble understanding the operation recited in Claim 1 . 

MPEP 2163.02 states: "An objective standard for determining compliance with the 
written description requirement is, "does the description clearly allow persons of ordinary skill in 
the art to recognize that he or she invented what is claimed." In re Gosteli, 872 F.2d 1008, 1012, 
10 USPQ2d 1614, 1618 (Fed. Cir. 1989). Under Vas-Cath, Ina v. Mahurkar, 935 F.2d 1555, 
1563-64, 19 USPQ2d 1111,1117 (Fed. Cir. 1991), to satisfy the written description requirement, 
an applicant must convey with reasonable clarity to those skilled in the art that, as of the filing 
date sought, he or she was in possession of the invention, and that the invention, in that context, 
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is whatever is now claimed. The test for sufficiency of support in a parent application is whether 
the disclosure of the application relied upon "reasonably conveys to the artisan that the inventor 
had possession at that time of the later claimed subject matter." Ralston Purina Co, v. Far-Mar- 
Co., Inc., 772 F.2d 1570, 1575, 227 USPQ 177, 179 (Fed. Cir. 1985) (quoting In re Kaslow, 707 
F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983))." 

At least a portion of the novelty of the claimed invention lies outside the well-known 
operation of the shift finger and disengaging elements with respect to the gearshift rails. For 
example, one point of novehy recited in Claim 1 is the bearing arrangement that includes 
protruding rods that support the gearshift rails. That is, the bearing arrangement supports the 
gearshift rails, but the operation of those rails is as known in the art. Alternately stated, the 
claimed invention does not include a new or novel operation of the gearshift rails. 

"A patent need not teach, and preferably omits, what is well known in the art." In re 
Buchner, 929 F.2d 660, 661, 18 U.S.P.Q.2d 1331, 1332 (Fed. Cir. 1991) (emphasis added) 
(citations omitted); M.P.E.P. §2164.01. Applicants courteously submit that the patent to Aforww 
et al is part of the general knowledge in the relevant field of art, in particular regarding how a 
shift finger and disengaging members operate gearshift rails, how shift fingers shift, what the 
shift finger and disengaging member communicate with on the shift rails to move them. 
Applicants' disclosure need not read as a treatise on subject matter which is already in the public 
domain and within the purview of one skilled in the art. Norum et al substantiate that the 
alleged deficient disclosure is already in the public domain, and consequently. Applicants' 
disclosure need not dwell on such details. 

Applicants performed an internet search and found a myriad of references that teach the 
well-known operation of shift finger and disengaging elements with respect to the gearshift rails. 
For example, the site "HowStufFWorks" includes a clear and illustrated explanation of the 
preceding operation. A copy of the article has been attached to the Appendix. 

For all the reasons noted above. Applicants courteously request that the rejection be 
removed. 



6 of 9 



Attorney Docket No. : LUKP; 123US 
U.S. Patent Application No. 10/711,823 
Reply to Office Action of July 12, 2007 
Dated: September 21, 2007 

Rejection of Claims 1 and 3-9 Under 35 U.S.C. S 103 

The Examiner has rejected Claims 1 and 3-9 under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 4,911,031 (Yoshimura et al), in view of U.S. Patent No. 
6,082,215 (Jerwick). 

Applicants respectfully traverse the rejection. 
The cited references do not teach the drive unit recited in Claim 1 

Claim 1 recites a drive unit that drives a selector shaft. That is, the drive unit originates a 
force and applies the force to drive the selector shaft. The Examiner cited shift fork (36) in 
Jerwick as teaching the drive unit. In the telephonic interview of August 2, the Examiner agreed 
that the shift fork in Jerwick is not a drive unit. For example, Jerwick teaches that the shift fork 
receives force, that is, reacts to force applied by another device: "shift forks 36 are moved 
forward and rearward causing the clutch collars 38 to move forward and rearward." (col. 3, lines 
42-44). That is, forks 36 do not generate a drive force and apply the drive force to a selector 
shaft. Applicants presented fiirther arguments regarding the shift fork in the November 29 and 
April 27 papers. In the interest of brevity, these arguments are reaffirmed, but not repeated in this 
paper. 

The cited references do not teach the bearing arrangement recited in Claim 1 

Claim 1 was amended as follows per the telephonic interview of August 2: "a bearing 
arrangement operatively arranged to support gearshift rails... wherein said bearing arrangement 
comprises protruding rods that support the gearshift rails." The amendment, suggested by the 
Examiners, more clearly distinguishes the bearing arrangement in Claim 1 fi-om the teachings in 
Jerwick. 

Jerwick discloses integral front and rear support members 80 and 82, respectively. 

J' 

However, these members are different in structure and fiinction that the rods recited in Claim 1 . 
Specifically, Claim 1 recites protruding rods that support the gearshift rails. That is, the gearshift 
rails rest upon protrusions. In contrast, members 80 and 82 include cylindrical bores 90 and 92, 
respectively. A cylindrical shift rail 96 is supported in bores 90 and 92, respectively, (col. 3, 
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line 65 through col. 4, line 9). Thus, instead of resting a rail upon a protrusion, such as a rod, 
Jerwick teaches the very different arrangement of inserting the rail into an opening . That is, the 
shift rail must be inserted through bores 90 and 92 prior to installing top cover 50 within the 
transmission. 

The cited references do not teach the single selector shaft recited in Claim 1 

Applicants presented arguments regarding the selector shaft in the replies of November 
29 and April 27 and for the sake of brevity, reaffirm, but do not repeat these arguments in this 
paper. 

For all the reasons noted above, the cited references fail to teach, suggest, or motivate all 
the elements of Claim 1. Therefore, Claim 1 is patentable over the cited references. Claims 3-9, 
dependent upon Claim 1, enjoy the same distinction with respect to the cited references. 

Applicants courteously request that the rejection be removed. 

Conclusion 

Applicants respectfiiUy submit that the application is now in condition for allowance, 
which action is courteously requested. The Examiner is invited and encouraged to contact the 
undersigned if such contact will facilitate an efficient examination and allowance of the 
application. 

RespectfiiUy submitted, 

/C. Paul Maliszewski/ 

C. Paul Maliszewski 
Registration No. 51,990 
Simpson & Simpson PLLC 
5555 Main Street 
Williamsville, NY 14221 
Phone: (716) 626-1564 
Fax: (716) 626-0366 



Dated: September 21, 2007 
CPM/ 
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